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The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-4, 16 and 19 are rejected under 35 U.S.C. 102(b) as anticipated by or, 
in the alternative, under 35 U.S.C. 103(a) as obvious over either Sumiya et al or EP 
0407946. No distinction is seen between the cubic boron nitride disclosed by Sumiya et 
al and EP 0407946, and that recited in claims 1-4, 16 and 19. Sumiya et al and EP 
0407946 both disclose cubic boron nitride which appear to contain amounts of 
magnesium as recited in claims 1-4, 16 and 19. (See Table 3 in col. 8 of Sumiya et al, 
and col. 3, line 22 to col. 5, line 6 of EP 0407946.) 

Claims 14, 15, 17, 18, 20 and 21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over either Sumiya et al or EP 0407946. Sumiya et al and EP 0407946 
are relied upon as discussed hereinbefore. Regarding claims 14 and 15, it would be 
obvious to grind the cubic boron nitride particles of either Sumiya et al or EP 0407946 to 
any desirable particle size. Regarding claims 17, 18, 20 and 21 , sintered CBN and 
grinding wheels containing CBN are conventional. It would be obvious to form sintered 
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CBN or grinding wheels containing CBN from the CBN disclosed by Sumiya et al and 
EP 0407946. 

Claims 5-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Shioi et al '214. Shioi et al '214 discloses a process for converting hexagonal boron 
nitride to CBN in the presence of such catalysts as alkali and alkaline earth metal 
carbides, and alkali and alkaline earth metal amides and imides. The alkali metal is 
preferably lithium, and the alkaline earth metal is preferably magnesium. (See col.1, line 
40 to col. 2, line 61 .) The difference between the process disclosed by Shioi et al 214, 
and that recited in claims 5-13, is that Shioi et al '214 does not disclose the specific 
ratios of carbon, magnesium and lithium as recited in applicants' claims. It would be 
obvious to provide the specific ratios of carbon, lithium and magnesium as recited in 
claims 5-13 in the catalyst of Shioi et al '214, since it would be within the skill of one of 
ordinary skill in the art to determine suitable or optimum amounts of such components. 
There is no evidence on record of unexpected results which would emanate from using 
the amounts of catalyst components as recited in claim 5, as opposed to amounts 
outside such ranges. 

The specification and Drawings are objected to under 37 CFR 1 .84 (u) (1) in 
referring to the sole figure as "Fig.1". 

The other references are made of record for disclosing methods for converting 
hexagonal boron nitride to CBN in the presence of various catalysts. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Wayne Langel whose telephone number is 571-272- 
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1 353. The examiner can normally be reached on Monday through Friday, 8 am - 3:30 
pm Eastern Time. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stanley Silverman can be reached on 571-272-1358. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Wayne Langel/ 

Primary Examiner, Art Unit 1793 



